
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re application of: LISK et al. 



Serial No.: 10/732,890 



Group Art Unit: 3731 



Filed: December 10, 2003 



Examiner: N/A 



For: "DISPOSABLE SEPARATOR FOR 
SEPARATING THE EPITHELIUM 



August 17, 2004 



LAYER FROM THE CORNEA OF AN 
EYE" 



PETITION TO ACCEPT SIGNATURE BY CO-INVENTOR ON BEHALF OF INVENTOR 
WHO REFUSES TO JOIN IN APPLICATION OR CANNOT BE REACHED 

(37 C.F.R S 1.47(a)) 



Commissioner for Patents GARDNER GROFF, P.C. 

P.O. Box 1450 Paper Mill Village, Building 23 



This is a Petition under 37 C.F.R §1 .47(a) to accept signature of the Declaration by 
joint inventors on behalf of Ming-Kok Tai, a non-signing joint inventor who cannot be found 
or reached after diligent effort. 

This Petition is accompanied by the $130 fee set forth in 37 C.F.R §1. 17(h). The 
Commissioner is authorized to charge any additional fees due or credit any overpayment to 
Deposit Account 50-1 51 3. 

The Declaration signed by the available joint inventors is enclosed, with the 
signature line for the non-signing inventor left blank, and is to be treated as having been 
signed by the available joint inventors on behalf of the non-signing inventor. MPEP 
§409.03(a)(A). 



Alexandria, VA 22313-1450 



600 Village Trace, Suite 300 
Marietta, GA 30067 
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The last known address for the non-signing joint inventor is: 

Ming-Kok Tai 
999 Cavesson Terrace 
Lawrenceville, Georgia 30045 

The following statement and attachments provide proof of the pertinent facts 
supporting this Petition: 

(1) On December 23, 2003, the undersigned, acting as counsel for the 
original assignee of this application, forwarded copies of the application to all 
inventors (including the non-signing joint inventor Ming-Kok Tai), along with an 
inventors' declaration for signature by each inventor. A copy of the email 
correspondence forwarding these materials is attached as Attachment 1 hereto. 

(2) A follow-up reminder was forwarded to Mr. Tai on April 28, 2004, again 
requesting signature of the inventors' declaration. A copy of this correspondence 
is attached as Attachment 2 hereto. 

(3) A further attempt to secure execution of the inventors' declaration by Mr. 
Tai was made on July 15, 2004. Copies of this correspondence, along with 
tracking information from FedEx and the US Postal Service regarding delivery of 
the correspondence are attached as Attachment 3 hereto. 

(4) In addition to these written communications, undersigned counsel has 
attempted on numerous occasions to contact Mr. Tai by telephone, leaving 
numerous voicemails requesting a call back, and paging Mr. Tai leaving the 
undersigned's return phone number. On one instance, Mr. Tai did call back, but 
the call was disconnected or Mr. Tai hung up very shortly after undersigned 
counsel identified himself and the purpose of the call. Subsequent calls to Mr. Tai 
have not been returned. 

(5) To date, none of these attempts to reach Mr. Tai and obtain his signature 
have been successful. 
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Being warned that willful false statements and the like are punishable by fine or 
imprisonment or both (18 U.S.C. §1001), and may jeopardize the validity of the application 
or any patent issuing thereon, all statements made herein of my own knowledge are true, 
and all statements made on information and belief are believed to be true. 



Respectfully submitted, 




Registration No. 39,695 



GARDNER GROFF, P.C. 
Paper Mill Village, Bldg 23 
600 Village Trace, Ste. 300 
Marietta, GA 30067 
Tel: 770/984-2300 
Fax: 770/984-0098 



Certificate of Mailing (37 C.F.R. S1.8) 

I hereby certify that this correspondence is being deposited with the United States Postal 
Service as first class mail in an envelope addressed to: Commissioner for Patents, P.O. Box 
1450, Alexa/idria, VA 223J3-1450, on the date indicated below. 



Bradley 





rfojvff (7, Zoo<f 



Date 
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Bradley K. Groff 



Sent: 

To: 

Cc: 



Subject: 



From: 




James, Ming and Scott, 

This is regarding the patent application for the disposable separator/plastic blade invention (CIBA ref. SU/V- 
32780A/CVA). There are four documents attached: 

1) the final application as it was filed December 10. 

2) the drawings for the application. 

3) an assignment. 

4) an inventors' declaration. 

At your earliest convenience, please sign and date the assignment and the declaration where indicated, and return 
the signed papers to me for filing with the patent office. If there are any questions, please give me a call. 

Thank you, 
Brad Groff 

Gardner Groff, P.C. 

Paper Mill Village, Building 23 

600 Village Trace, Suite 300 

Marietta, GA 30067 

phone: (770) 984-2300 

fax: (770) 984-0098 

bgroff@gardnergroff.com 



THE INFORMATION TRANSMITTED HEREWITH MAY CONTAIN PRIVILEGED, TRADE SECRET 
AND/OR CONFIDENTIAL INFORMATION, AND IS INTENDED SOLELY FOR THE VIEWING AND 
USE OF THE PERSON OR ENTITY NAMED ABOVE. IF YOU ARE NOT THE INTENDED 
RECIPIENT, YOU ARE HEREBY NOTIFIED THAT ANY REVIEW, USE, COMMUNICATION, 
DISSEMINATION, DISTRIBUTION OR COPYING OF THIS COMMUNICATION IS STRICTLY 
PROHIBITED. IF YOU HAVE RECEIVED THIS COMMUNICATION IN ERROR, PLEASE NOTIFY 
THE SENDER IMMEDIATELY BY TELEPHONE AND DELETE OR DESTROY ALL COPIES. 







0001. pat (NonProv 0004. pat (Formal 0008.pat 0009.pat 
Patent App).... Drawings).pdf... (Assignment). doc (Declaration).doc 
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A PROFESSIONAL CORPORATION 

PRACTICING INTERNATIONAL AND DOMESTIC PATENT, TRADEMARK AND COPYRIGHT LAW AND RELATED MATTERS EXCLUSIVELY PATRICIA L. ADES' 



ARTHUR A. GARDNER 
BRADLEY K. GROFF 
JOHN W. GREEN WALD 
DANIEL J. SANTOS 
JOHN M. HARMAN' 
MICHELLE E. KANDCER 



• OTHER BARS ONLY 



April 28, 2004 

Ming-Kok Tai URGENT REMINDER! 

999 Cavesson Terrace 
Lawrenceville, Georgia 30045 



Re: U.S. Non-Provisional Patent Application for 

"DISPOSABLE SEPARATOR FOR SEPARATING THE 
EPITHELIUM LAYER FROM THE CORNEA OF AN EYE' 

Serial No.: 10/732,890 
Filing Date: December 10, 2003 

Our File No.: 2C03.1-141 
CIBA File No.: SU/V-32780/CVA 



Dear Mr. Tai: 

Enclosed are a Declaration/Power of Attorney and an Assignment which need to be signed 
by you where indicated and returned to me for filing with the Patent Office for the above- 
referenced invention. A copy of the application was previously sent to you. I have enclosed a 
stamped return envelope for your convenience. The deadline for submitting the signed 
documents to the Patent Office is May 18. 2004. 

As always, please give me a call if you have any questions or concerns. 



Very truly yours, 





5y K/ Graff 
For the Firm 



BKG/rjh 



Enclosures 

W:\Ctoil FtaVBKO C««««\2C<»-CS«2C(n.1.1«! 
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PAPER MILL VILLAGE! BUILDING 23, SOO VILLAGE TRACE. SUITE 300. MARIETTA. GEORGIA 300S7 U.S.A. 
TELEPHONE 770.984.2300 FACSIMILE 770.984.0098 
WEBSITE: GARDNERGROFF.COM 
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A PROFESSIONAL CORPORATION 
PRACTICING INTERNATIONAL AND DOMESTIC PATENT, TRADEMARK AND COPYRIGHT LAW AND RELATED MATTERS EXCLUSIVELY 



ARTHUR A. GARDNER 
BRADLEY K. GROFT 
JOHN W. GREENWALD 
DANIEL J. SANTOS 
JOHN M. HARMAN" 
MICHELLE E. KANDCER 
PATRICIA L. ADES* 

" OTHER BARS ONLY 



July 15, 2004 



Mr. Ming-Kok Tai 
999 Cavesson Terrace 
Lawrenceville, Georgia 30045 



Via Certified Mail 

Return Receipt Requested 

And FedEx 



Re: 
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U.S. Non-Provisional Patent Application for 
"DISPOSABLE SEPARATOR FOR SEPARATING THE 
EPITHELIUM LAYER FROM THE CORNEA OF AN EYE" 

Serial No.: 10/732,890 

Filing Date: December 1 0, 2003 

Our File No.: 2C03.1-141 
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Dear Mr. Tai: 

I have made numerous attempts to contact you by telephone and by mail regarding the 
above patent applications in which you were named as an inventor. Most of these applications 
are no longer owned by your former employer, Ciba Vision Corporation, and the new owner has 
asked me to again request your cooperation in signing the patent documents that I have 
previously forwarded you. 

As you are likely aware, your employment agreement with CIBA Vision Corporation (copy 
enclosed) specifies that any inventions made during your employment are to be owned by CIBA 
(Section 3(b)(i)), and requires you to execute documents necessary in connection with any patent 
applications related to those inventions (Section 3(c)). Your continued refusal to sign the patent 
documents that I have forwarded you several times now constitutes a clear breach of these 
contract provisions in the Employment Agreement that you entered with CIBA Vision. 



PAPER MILL VILLAGE, BUILDING 23, 600 VILLAGE TRACE. SUITE 300, MARIETTA. GEORGIA 30067 U.S.A. 
TELEPHONE 770.9S4.2300 FACSIMILE 7 70.9S4.0098 
WEBSITE: GARDNERGROFF.COM 
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Mr. Ming-Kok Tai 
July 15, 2004 
Page -2- 



Pursuant to the terms of the Agreement, your continued breach may subject you to 
monetary damages and injunctive relief (Section 5a). The new owner of these patent 
applications, however, would prefer to secure your voluntary cooperation, rather than having to 
enforce the terms of your Employment Agreement with Ciba. 

I am enclosing additional copies of the documents requiring your execution. Please sign 
where indicated and return these documents to me in the enclosed envelope by no later than 
Friday, July 30, 2004, so that we can avoid having to take further actions to enforce the terms 
of your Employment Agreement. 




BKG/rjh 
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USPS - Track & Confirm 
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UNITED STATES 



Track & Confirm 



Current Status 

You entered 7002 3150 0001 1355 6250 

We attempted to deliver your item at 1:18 pm on July 19, 2004 in 
LAWRENCEVILLE, GA 30045 and a notice was left. It can be redelivered 
or picked up at the Post Office. If the item is unclaimed, it will be returned 
to the sender. Information, if available, is updated every evening. Please 
check again later. 

( Shipment Details >j 



Track & Confirm 

Enter label number: 



Track & Confirm FAQs 



Notification Options 



► Track & Confirm by email What is this? 



POSTAL INSPECTORS 
Preserving the Trust 



I Go>\ 



site map contact us government services 

Copyright © 1999-2002 USPS. Ali Rights Reserved. Terms of Use Privacy Policy 
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U.S. Postal Service™ 
CERTIFIED MAIL™ RECEIPT 

(Domestic Mail Only; No Insurance Coverage Provided) 



For delivery information visit our website at www.usps.com® 
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□ Certified Fee 

□ 

O Return Reciept Fee 
(Endorser™ nt Required) 

^ Restricted Delivery Fee 
~_| (Endorsement Required) 



Total Postage & Fees 



ru 



*2.3o 



*L7=>' 
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Street, Apt. No.; rJckhk f> ' \ l/v^r r 




«gg TO Covesson Terrace 



City, State, ZIP+4 



PS Form 3800, June 2002!. ■'• 



See Reverse for Instructions 



http://trkcnfrm 1 .smi.usps.com/netdata-cgi/db2www/cbd_243 .d2w/output 
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Track Shipments 

Detailed Results 



0 Quick Hel p 



Tracking number 
Signed for by 
Ship date 
Delivery date/time 



846354117364 

14032996 

Jul 15, 2004 

Jul 16, 2004 2:20 pm 



Reference number 
Delivered to 
Delivery location 
Service type 



2003 9-010 
Recipient 

LAWRENCEVILLE GA 
Standard Envelope 



Date/Time 




Status 


Location 


Comments 


Jul 16, 2004 


2:20 pm 


Delivered 


LAWRENCEVILLE 


No signature required - 








GA 


release waiver on file 




2:20 pm 


Delivered 


LAWRENCEVILLE 


No signature required - 








GA 


release waiver on file 




7:51 am 


On FedEx vehicle for delivery 


NORCROSS GA 






7:34 am 


Arrived at FedEx Destination 


NORCROSS GA 








Location 






Jul 15, 2004 


11:05 pm 


Arrived at FedEx Ramp 


ATLANTA GA 






9:46 pm 


Left FedEx Origin Location 


MARIETTA GA 






6:33 pm 


Picked up by FedEx 


MARIETTA GA 





Email your detailed tracking results (optional) 

Enter your email, submit up to three email addresses (separated by commas), add your 
message (optional), and click Send email. 



From f 
ToT 



Add a message to this email. 



http://ww.fedex.com/cgi-bin/tracking?link=6&pv=ja&^ 8/2/2004 



